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Opi nion by Quinn, Adm nistrative Trademark Judge:

The Board, in a decision dated March 22, 2000, granted
the petition for cancellation of Registration No. 1,662,173
on the ground of |ikelihood of confusion.

Respondent has filed a request for reconsideration.
Respondent asserts that the Board “apparently did not

address an issue which, frankly, was Respondent’s primary



issue in this case.” (request, p. 1) Respondent
essentially contends that petitioner’s claim of priority is
erroneously based on licensed use which, during the time
prior to respondent’s use, was inuring to the benefit of a
third party.

Petitioner has filed a brief in opposition to
respondent’s request.

We share petitioner’s surprise at respondent’s
characterization of this issue as its “primary issue” in
the case. As pointed out by petitioner, respondent’s
remarks directed to petitioner’s use consisted of barely
one page in its sixteen-page brief on the case. Moreover,
contrary to respondent’s contention, the Board did, in
fact, address the issue upon which the request for
reconsideration is based. In the Board’s original
decision, it was determined that petitioner’'s own use of
the mark SUPERMATCH began in 1980, and that petitioner and
a third party (BAM Butane) subsequently “entered into an
agreement whereby petitioner continued using the mark to
petitioner’s own benefit.” (decision, p. 7) ! The Board
further took note that under the terms of the agreement, in

the event BAM ceased use of the mark for a period of two

1 Page 7 of the original decision is corrected to indicate that BAM’s
registration was canceled in May 1987 (not, as incorrectly set forth,
in 1990).



years, all rights in the mark were to be owned by
petitioner.

More significantly, the request is not well taken on
the nerits. As recounted in detail by petitioner in
opposing reconsideration, petitioner’'s use of the mark
pursuant to its agreement with BAM inured to petitioner’s
benefit. And, even assuming arguendo that petitioner’s use
of the mark inured to BAM’s benefit during the term of the
agreement, petitioner still has priority of use, by
operation of the agreement, by virtue of BAM’s rights in
the mark reverting to petitioner no later than May 1989,
that is, at a point in time that is prior to the earliest
date upon which respondent has established.

Accordingly, for the very reasons detailed in
petitioner’s brief opposing reconsideration, respondent’s

request for reconsideration is denied.
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